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NOTES 



Damages for the Infringement of a Patent. 

Just when damages or profits will be granted in a bill 
against the infringer of a patent is an interesting question. 

Before the Act of Congress of 1870 the infringer was re- 
garded as a trustee and recovery was allowed the plaintiff of 
all profits the defendant had made. The Act provided that 
the plaintiff be given "in addition to profits, to be accounted 
for by defendant, damages which the complainant has sus- 
tained thereby." To procure this relief in equity some equit- 
able grounds must exist. An action for damages or profits 
alone must be pursued at law. A bill for a mere naked ac- 
count of profits will be dismissed. 1 

1 Root v. Lake Shore R. R., 105 U. S. 189. 

(103) 
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Relief in the form of damages and profits will be given even 
though the patent has expired if the application for an injunc- 
tion has been made a sufficient time before, so that in the 
ordinary course of proceedings a final decree would issue 
before the expiration of the patent. 2 The expiration of the 
patent therefore will not per se oust equity jurisdiction. 3 

In the recent case of Draper v. American Loom Company, 
161 Fed. 728, though the bill was filed three months before the 
expiration of the patent, an injunction was refused and dam- 
ages were awarded, to be secured by a bond filed by the defend- 
ant. The defendant in this case was a manufacturer who used 
a small shuttle of a loom, patented by the complainant, on looms 
in his factory. The reason given by the Court for refusing 
an injunction is, that to stop the defendant's looms for the 
remaining time during which the patent was to run, would 
result in damages to him incommensurate with the loss suffered 
by the plaintiff if the use were not enjoined. A case in which 
a preliminary injunction was refused on the same ratio deciden- 
tis, was invoked to substantiate this position. Westinghouse v. 
Burton Co., 77 Fed. 301. In an earlier case in apparent con- 
flict, the Court said that the fact that a patent will expire in 
a short time is a reason a fortiori for granting relief inas- 
much as the owner has only a short period remaining in which 
to enjoy the exclusive benefits and privileges of his invention. 4 
Much emphasis was also placed in this case upon the fact that 
the defendant knowingly invested his money in an infringing 
business. 

There is a difference in facts between the case just mentioned 
and Draper v. American Loom Co., 161 Fed. 728. In the 
former the defendant was violating the patented article in its 
entirety, while in the latter, Draper v. American Loom Com- 
pany, only a small portion of a patent was being infringed. 
A further difference exists. In the former case the defendant 
was using the invention, a telegraph instrument, in the only 
manner in which it could be utilized by the complainant com- 
pany for profit ; in the latter case the complainant was a manu- 
facturer, the defendant a user of a portion of the complain- 
ant's invention. This distinction is brought out by Curtis, J., 
in Forbush v. Bradford, 21 Monthly L. J. 471, in the following 
language : "The complainants are makers of looms but do not 



'Clark v. Wooster, 119 U. S. 322. 

3 Singer Mfg. Co. v. Wilson Sewing Machine Co., 38 Fed. 586. 

1 American Bill Co. v. Western Telegraph Co., 58 Fed. 409. 
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use them. So that this particular mode of infringement by the 
use of the thing patented though it is a violation of the ex- 
clusive right claimed by the complainant does not deprive them 
of a monopoly which they desire to retain in their own hands." 

The law seems to be that, where both are manufacturers, an 
injunction will be decreed even after the expiration of a 
patent to prevent the sale of articles manufactured surrepti- 
tiously during its continuance. 5 Certainly, then it would appear 
that an injunction should issue in such cases prior to the ex- 
piration of the patent. 

The law in regard to when damages and profits will be 
awarded appears to be as follows: (1) An injunction will issue 
giving the right to an account of profits and damages suffered in 
addition by the plaintiff, unless (2) in the discretion of the 
Court the injury upon the business of the infringer would 
be entirely out of proportion to the plaintiff's damages, in 
which case profits alone will be allowed; (3) if the patent ex- 
pires before an injunction has been issued relief will be given 
in profits and if the facts justify it damages as well. 6 Thus in 
the latter two sets of facts the effect of the inhibition against 
an account for profits alone in equity is avoided, by including 
in the same bill a prayer for an injunction which will be 
refused, and the other relief of profits or damages granted. 



The Effect of a Condition in a Bill or Note upon its 
Negotiability. 

The case of Riech v. Daigle (Supreme Court of North Da- 
kota, June 19th, 1908, 117 N. W. 346), holds that a promis- 
sory note that contains the following stipulation, "This note 
subject to the conditions of hotel purchase contract of even 
date herewith," is non-negotiable, and hence an endorser 
thereof takes the same subject to all the legal defenses or set- 
offs existing in favor of the maker of such note at the time 
the action thereon is brought. 

While the case accords with a long line of decisions on this 
point, it suggests the question as to what references or col- 
lateral agreements can be set forth in a note without destroy- 
ing its negotiability, and further, the second question as to 



' Crossley v. Derby Gas Light Co., 4 L. J. Ch. 25. 
' Beedle v. Bennett, 122 U. S. 71. 



